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Introduction
Practice shows that when companies 
plan to enter a new market, they usu-
ally prioritise supplying products to 
the new market as quickly as possible 
through subsidiaries or distributors, 
and gaining market share. In the pro-

cess companies tend to put a number 
of important legal issues on the back 
burner, for instance, those related to 
the protection of intellectual property 
(IP). as a result, they only start pay-
ing attention to this issue when they 
have already been confronted by a 
number of difficulties, from seizure of 
their products by the customs authori-
ties and actions related to suspected 
trademark infringement, to unfair com-
petition through the sale of counterfeit 
products or registration of a domain 
name in contravention of their rights.

we highly recommend a different ap-
proach – to prioritise meticulous legal 
preparation before accessing a new 
market, in particular issues related to 
IP protection.

IP registration
The first step when protecting IP on 
a new market is to register IP in the 
relevant country. Generally, the legal 
protection of trademarks, inventions, 
utility models and industrial proto-
types involves the registration of such 
IP with the Federal service for Intel-
lectual Property (Rospatent). 

the legal protection of trademarks in 
Russia can also be ensured through 
the international registration of the 
trademark with the world Intellectual 
Property organisation. this approach 
can take more time than registration 
directly with Rospatent.

Meanwhile, only national registra-
tion with Rospatent is permitted for 
inventions, utility models and indus-
trial prototypes. the registration of 
an invention with the eurasian Pat-
ent organisation located in Moscow is  
another option. In doing so, the rights 
to an invention may also be protected 
in armenia, azerbaijan, Belarus, Ka-
zakhstan, Kyrgyzstan, tajikistan and 
turkmenistan.

as in the european union, the state 
registration of copyrighted IP (in-
cluding software) is not obligatory 
in Russia. while such registration is 
voluntary, it is highly recommended 
for valuable IP assets, as this makes 
it easier to prove who is the asset 
owner.

trade names are protected in Russia 
upon their registration in the respec-
tive register (e.g. in the commercial 
register in Germany or in the com-
pany register in austria) based on the 
Paris Convention for the Protection of 
Industrial Property. Protection begins 
when a company launches any activ-
ity in Russia, for example, imports 
its products or participates in exhibi-
tions, etc.

IP rights transfer 
registration
the general rule is that any legal 
actions with IP rights (for example, 
transfer, licensing, pledge, etc.) must 
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be registered with Rospatent if regis-
tration of the relevant IP rights them-
selves is required. 

since 2014 this registration is not ap-
plicable to the respective agreements. 
It only applies to the transfer of IP 
rights (licensing, pledge, etc.). as a re-
sult, all the relevant agreements may 
be concluded in simple written form 
according to the general rules of the 
Civil Code of the Russian Federation. 
In the absence of such registration, 
these agreements will have no legal 
force in respect of any third parties (in-
cluding the state authorities), but will 
be deemed concluded and effective for 
the parties to such agreements.

the registration process can be com-
pleted in different ways: applicants 
can submit a brief notification signed 
by both parties, the entire agreement 
or a notarised extract from the agree-
ment to Rospatent. It is irrelevant 
whether the agreement is subject to 
Russian or foreign law – Rospatent 
will still check whether the submitted 
documents comply with certain pro-
visions of Russian law and deny reg-
istration in the event of non-compli-
ance. Foreign companies should bear 
in mind that these provisions will be 
applicable in every case, and seek ad-
vice from Russian lawyers or patent 
attorneys as to whether the respec-
tive foreign agreement complies with 
such provisions before signing the re-
spective agreement.

Finally, such agreements must be en-
forceable in court. However, as there 
is no agreement between Russia 
and Germany (and also a number of  
other eu countries and the usa) on 
the recognition and enforcement of 
judgments by foreign state courts, 
we recommend selecting either an 

arbitration tribunal or a Russian state 
court (in cases when enforcement is 
to be performed in Russia).

Trademark protection
once the relevant IP has been regis-
tered, it requires further legal protec-
tion. In the case of trademarks – one 
IP item commonly used all over the 
world – trademark infringement in 
Russia frequently occurs in two key 
areas.

Firstly, this concerns online sale of 
products and services. Infringers of-
ten register domain names that are 
confusingly similar to trademarks pro-
tected in Russia, and then use these 
domain names to advertise and sell 
products which are usually sold and 
advertised under the relevant trade-
mark by its owner, or simply offer to 
sell the domain name to the latter. In 

some instances, such infringers even 
pretend to be the official Russian dis-
tributors of the trademark owner (e.g. 
a foreign manufacturer), misleading 
consumers and adversely affecting 
the trademark owner’s profits in the 
process.

so far, Russian jurisprudence and 
the practice of the antitrust authori-
ties have been developing in favour 
of trademark owners. If the domain 
name is confusingly similar to a pro-
tected trademark, it is highly likely 

that the trademark owner will be able 
to sue the infringer, obtain control of 
the domain name and receive mon-
etary compensation (with compensa-
tion ranging from approximately 150 
to 70,000 euros, depending on the 
actual infringement).

the aforementioned approach is also 
applicable in situations when the in-
fringer registers their own creative 
and unique domain name but uses a 
protected trademark on the website 
connected to this domain name. In 
this case, the trademark owner will 
also have the right to sue the infringer. 
It is highly likely that the trademark 
owner will also be able to compel the 
infringer during pre-trial negotiations 
or in court to delete all words and 
images which are confusingly similar 
to the protected trademark, and pay 
compensation.

In most cases of online infringe-
ment, it is not important whether 
the products advertised and sold via 
the infringer’s website are original or 
counterfeit. on the other hand, this 
question becomes material in the sec-
ond area of frequent trademark in-
fringement – the import of products 
into the Russian Federation and their 
further sale.

If the products are counterfeit (in  
other words, they were manufac-
tured by another party and the rel-

The legal protection of trademarks, 
inventions, utility models and industrial 
prototypes involves the registration 
of such IP with the Federal Service for 
Intellectual Property.
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evant trademark was not applied by 
the trademark owner or was not ap-
plied upon its request), then the case 
is simple – the products should be 
seized and destroyed by the customs 
authorities or the police acting ex of-
ficio. The trademark owner will also 
have the right to sue the infringer, 
demand that the latter destroy the 
counterfeit products and pay com-
pensation.

the situation is more complicated, 
however, for parallel imports. In this 
case original products (i.e. products 
that were duly manufactured and the 
relevant trademark applied by the 
trademark owner or upon its request) 

are imported into Russia by an import-
er who did not receive the permission 
of the trademark owner to do so. this 
permission is mandatory, as under Rus-
sian law the import of products marked 
with any trademark constitutes the use 
of the respective trademark, which re-
quires the consent of the trademark 
owner. once it has been obtained, the 
exclusive right to the trademark is ex-
hausted, and the importer and its cus-
tomers may freely sell the respective 
products in Russia.

Generally, parallel imports are not 
prosecuted by the Russian state au-
thorities. However, trademark owners 
are entitled to enter their trademarks 
into a special Russian customs regis-

ter (registration is free). as a result, 
parallel importers are detained at the 
border by the customs authorities; 
the trademark owner is immediately 
notified and is able to take all the 
necessary legal actions against the 
infringer.

until February 2018 such legal ac-
tions usually included claims for the 
confiscation and destruction of the 
respective goods and compensation 
payment. However, in February 2018 
the Constitutional Court of the Rus-
sian Federation ruled that a claim 
for the confiscation and destruction 
of goods may only be satisfied if the 
plaintiff has proven that the goods 

imported by the parallel importer 
pose a threat to public health or pub-
lic interests (for example, public in-
terests would be at risk if the parallel 
imports were to be purchased via the 
special governmental procurement 
system).

the Constitutional Court also ruled 
that the rights of trademark own-
ers may in general be restricted in 
certain circumstances, e.g. if the 
trademark owner acts in bad faith or 
abuses its rights. In such cases the 
claim filed by the trademark owner 
against a parallel importer may be 
dismissed in full, or the amount of 
compensation might be reduced 
substantially.

Finally, the Constitutional Court stated 
that identical sanctions could not be 
applied to parallel importers and the 
importers of counterfeit products, as 
in the latter case the trademark own-
ers suffer reputational damage related 
to the non-compliance of the products 
with the anticipated attributes and 
consumer requirements. as a result, 
the Constitutional Court determined 
that compensation paid to the trade-
mark owner in case of parallel imports 
must in general be lower than for im-
porting counterfeit products.

Copyright protection
Copyright is used to protect a range 
of different IP items: texts, music, 
pictures and photos, video, designs, 
etc. Most of this IP may be success-
fully used in business and, conse-
quently, may also become a target 
for infringers. 

at the beginning of this article we 
recommended that you register all 
valuable copyrighted IP. But it is also 
true that for some copyrighted IP 
registration is impractical (for vari-
ous reasons). nonetheless, there are 
many ways to prove copyright to the 
respective IP. For this purpose, each 
company should meticulously pre-
pare and keep all the documents that 
will assist in proving its rights. such 
documents may include, for instance, 
employment contracts with the indi-
viduals responsible for the creation 
of such IP (the job duties of such in-
dividuals listed in their employment 
contracts should include the creation 
of the respective type of copyrighted 
IP, e.g. photos or software), special 
letters (or any other types of written 
documents) addressed to such indi-
viduals with requests that they cre-
ate the respective copyrighted IP, the 
certificates of acceptance of the work 

Under Russian law the import of 
products marked with any trademark 
constitutes the use of the respective 
trademark, which requires the consent 
of the trademark owner.
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results, etc. If the creation of copy-
righted IP is outsourced, then the rel-
evant contract should contain special 
provisions related to the IP rights and 
the transfer of such IP rights to the 
customer. 

the most popular copyright infringe-
ment area can be found online. For 
instance, if an unfair competitor runs 
a website where it advertises and 
offers products similar to yours, it 
may be experienced enough not to 
use the protected trademarks on 
its website or in the domain name. 
nevertheless, the competitor may 
still use product pictures and text 
descriptions that it has copied from 
your website, or even the entire 
design of your website. the use of 
this copyrighted IP also constitutes 
copyright infringement. after the in-
fringement has been documented by 
screenshots, the respective infringe-
ment case may be taken to court, 

and the infringer may be compelled 
to delete all the unlawfully uploaded 
materials from the website and pay 
compensation to the owner of the 
copyrighted materials (with compen-
sation ranging from approximately 
150 to 70,000 euros, depending on 
the particular infringement).

another area of possible infringement 
is one of the most popular copy-
righted items – software. the physi-
cal media containing the software 
(for example, compact discs) may be 
circulated freely (without the specific 
consent of the software owner) on the 
Russian market once they have been 
lawfully introduced onto the market 
by the software owner or its official 
distributor – a licensee vested with 
the respective powers. the buyers of 
an official compact disc with software 
automatically receive the right to 
download the software to their com-
puters – the same rights are usually 

granted to any user who downloaded 
the software from an official online 
resource. 

some rights, however, tend not to 
be granted to the user, e.g. the right 
to transform or modify the soft-
ware, use it on an unlimited num-
ber of computers, etc. For instance, 
modifications to video games that 
remove the copy protection proto-
cols or anti-cheat systems constitute 
unlawful use of the software, i.e. in-
fringement of the software owner’s 
rights. Moreover, further distribution 
of such modified software, even if 
performed by third parties not in-
volved in the modification process, 
will also be treated as a copyright in-
fringement. the software owner will 
be entitled to file a claim demanding 
that the infringers delete all modi-
fied software copies, destroy the 
physical media containing them and 
pay compensation. 




